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Art Unit: 1713 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 4-6 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
These claims depend from claim 1 which recites a three-component composition. 
These claims limit the minimum filler content to 55wt%, 60wt% and 70wt%, respectively. 
The specification is not enabling for three-component compositions having minimum 
filler percentages within the claimed range. All examples are directed to compositions 
having 900g solvent, 100g polymer and 400g carbon fibers. The filler content shown in 
these examples is 28.57wt%. The disclosure does not specifically discuss three 
component compositions having the minimum amounts as claimed. It is clear from the 
specification that the high filler loading is only achieved relative to the polymer 
component and once the solvent is extracted. It should be noted that these claims are 
directed to a composition for forming a thermally conductive material. The formed 
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thermally conductive material has no solvent present. This is the subject of claim 9 and 
those dependent therefrom. 

4. Claims 19, 25 and 27-33 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 19 and 27-33 are dependent from a canceled claim. As such they are 
indefinite. These claims are further objected to under 37 CFR 1 .75(c) and will not be 
further treated on the merits. 

Claim 25 is directed to a "solvent blending" method. There is no solvent set forth 
in the claim. As such, the claim is indefinite because the method steps and ingredients 
are unclear. 

Claim Rejections - 35 USC § 102 
Claim Rejections - 35 USC § 103 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 9-15 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
McCollough US 6,048,919. 

This patent clearly teaches thermally conductive polymeric materials the claimed 
amount of fillers, see col. 5, line 55+ and the example. The fiber lengths are shown at 
line 30 of column 5 and the example. The second filler is shown in the example at col. 6, 
line 4. In view of this disclosure these claims are anticipated. 

The secondary fillers of claims 13 and 14 are shown at col. 5, lines 25+ and in 
the examples. 

9. Claims 9, 15 and 16 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Zhuo et al US 6,162,849. 

This patent shows polymeric systems having the claimed amount of filler, see 
col. 5, lines 50+. In view of this disclosure the claims are anticipated. 
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10. Claims 9-12, 15 and 16 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Barnes et al. US 5,001,184. 

The compositions in the examples and table showing the compositions at 
columns 3 and 4 anticipate each of the claim limitations. 

11. Claims 1,4-6, 17 and 21-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barnes et al. US 5,001,184. 

This patent shows thermoplastic matrix composite compositions having 
incorporated therein the claimed fibers, see the abstract and the examples. The 
difference between the claimed invention and that shown in the art is the express 
incorporation of a solvent. This patent suggests the use of the thermoplastic resin in 
"the form of a solution" and further references a "solution impregnation process." This is 
considered sufficient disclosure to render obvious the claimed solvent of claim 1 and 
solution impregnation process of claims 17 and 25. One of ordinary skill would have 
been motivated to incorporate solvent and use the process which adds the fibers to a 
solution of polymer. Such being the case, the claimed invention is prima facie obvious 
from this disclosure. 

12. Claims 1, 4-6 and 21-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kunimuto et al. US 4,810,419. 

This patent shows thermoplastic matrix composite compositions having 
incorporated therein the claimed fibers, see the abstract and the examples. The 
difference between the claimed invention and that shown in the art is the express 
incorporation of a solvent. This patent suggests the use of the claimed solvents at 
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column 4, lines 4-10, and in the examples. This is considered sufficient disclosure to 
render obvious the claimed solvent of claim 1 and solution impregnation process of 
claim 25. One of ordinary skill would have been motivated to incorporate solvent and 
use the process which combines the fibers with a polymer in the claimed solvent. Such 
being the case, the claimed invention is prima facie obvious from this disclosure. 
13. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kunimuto et al. US 4,810,419 or Barnes et al. US 5,001,184 as applied to claiml and 4- 
6 above, and further in view of Zhuo et al US 6,162,849. 

These claims require the secondary filler in combination with the solvent 
containing composition. The Kunimoto et al. and Barnes et al. fail to expressly 
incorporate the claimed secondary filler. The Zhuo et al. patent is clear as to the use of 
combined fillers and the incorporation of the preferred specie of secondary filler. The 
compositions shown in each of the patents are very similar to each other and one of 
ordinary skill would find it prima facie obvious to use a secondary filler as shown in Zhuo 
in the compositions of Kunimoto et al. and Barnes et al. given the advantages 
appreciated by one of ordinary skill in the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter D. Mulcahy whose telephone number is 571-272- 
1 107. The examiner can normally be reached on Mon.-Fri. 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). A / 
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